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RECEIVED 

CENTOALROCCEWTER 

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE J^*" * ^ ^^^^ 
In re the Application of; 

Antrim et ah 

Serial 09/614,961 
No.: 

Filed: July 13, 2000 

For: REDUCED MALTO- 

OLIGOSACCHARIDES 

APPEAL BRIEF 

Commissioner for Patents 
P.O, Box 1450 

Alexandria, Virginia 22313-1450 

This document constitutes the Appellants Brief on Appeal. The matters required 
by 37 CFR 1.192 are addressed in specific detail herein below. 

Real Party in Interest 

The real party in interest is Grain Processing Corporation, a corporation of 
Muscatine, Iowa. Grain Processing Corporation is the Assignee of the present 
application. 

Related Appeals in interferences 

None known. 
Status of Claims 

Claims 2-8, 10-14, 16-18, and 23-25 depending in the present application. 
Claims 1, 9, 15, and 19-22 have been canceled. All of the pending claims stand as 
appealed. 

Status of Amendments 

1 



Atty. 
No.: 



Docket 06401.00029/! 



lAL 



Group Art Unit: 1623 



Examiner: 



Howard Owens, 
Jr. 



PAGE ens « RCVD AT 7/9/2004 3:46:31 PM [Eastern Daylight Time] * SVR:USPTO-EFXRF-1/2 * DNIS:8729306 " CSID:312 463 5001 1 * DURATION (mm-ss): 10-26 



07/09/2004 14:50 FAX 312 463 5001 1 BANNER & WITCOFF 



[2]007/015 



No amendments were filed subsequent to final rejection. 
Summary of Invention 

As discussed, for instance, at page 4, line 28, a method for substantially reducing 
a mixture of a plurality of oligosaccharide species is provided. The species may differ at 
least in DP value (DP meaning degree of polymerization), thus defining a DP profile for 
the mixture. In the preferred embodiment of the invention, the method comprises the 
steps of providing the oligosaccharide mixture and catalytically hydrogenating the 
mixture imder hydrogenation conditions suitable to substantially preserve the DP profile 
of the mixture. 

Generally, the method of the invention comprises the step of catalytically 
hydrogenating the mixture under hydrogenation conditions suitable to substantially 
preserve the DP 1-8 profile of the mixture. The catalytic hydrogenation is performed at a 
pressure of at least about 1 500 psi. In accordance with the invention as set forth in the 
three independent claims in this application, claims 23, 24, and 25, the plurality of malto- 
oligosaccharides comprises a maltodextrin, A maltodextrin, as is well known in the art, 
is a mixture of glucose and glucose ohgomers in which the glucose oligomers are 
composed almost completely of a-1, 4-linked glucose units. Moreover, a maltodextrin 
has a dextrose equivalent value (prior to hydrogenation) of less than 20. See page 2, lines 
12-16. 

The Examiner has already allowed U.S. Patent 6,613,898, the parent of the 
present application. 

Issues 

Did the Examiner err in maintaining the Section 103 rejection over Borden, 
especially after this same Examiner allowed the claims of U.S. Patent 6,613,898 over 
Borden? 



2 
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Given Borden's teachings of aggressive reaction conditions which would be 
certain to degrade the DP profile of a maltodextrin, how can the Examiner possibly 
maintain a Section 103 rejection of the present claims, which specify reaction conditions 
that preserve DP profile? 

Grouping of Claims 

Applicants request that the claims be considered as a single group. Applicants by 
no means are conceding that the claims do not reflect separately patentable differences 
firom claim to claim, but submit the claims as a single group for purposes of simplifying 
the issues before the Board, It is suggested that the Board considered claim 23 as the 
basis of the appeal. 

Argument 

Applicants have already been awarded U.S. Patent 6,613,898 on tlie parent of the 
present application. The present application is a continuation-in-part. This application 
specifies certain conditions for the catalytic hydrogenation of a malto-oligosaccharide 
that are not claimed specifically in the '898 patent, specifically, catalytic Iiydrogenation 
at a pressure of at least 1 500 psi. Claim 1 of the '898 patent is set forth below, along with 
claim 23 of the present application. 

1. A method for reducing a mixture of a plurality of malto- 
oligosaccharide species to a dextrose equivalent (DE) of 
essentially zero, each of said malto-oligosaccharide species 
having a non zero DE resulting firom the presence of a 
reducing end group on said malto-oligosaccharide species, 
said plurality of malto-oUgosaccharide species differing at 
least in degree of polymerization (DP) value thus defining a 
DP profile for said mixture, at least about 40% of said 
malto-ohgosaccharides in said mixture having a DP value 
greater than 10, said plurality of malto-oligosaccharides 
comprising a maltodextrin, said method comprising the 
steps of; providing said malto-oligosaccharide mixture; and 
catalytically hydrogenating said mixture under 
hydrogenation condition suitable to substantially preserve 
the DP 1-8 profile of said mixture. 

3 
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23. A method for reducing a mixture of a plurality of 
malto-oligosaccharide species to a dextrose equivalent 
(DE) of essentially zero, each of said malto-oligosaccharide 
species having a non zero DE resulting from the presence 
of a reducing end group on said malto-oligosacchariae 
species, said plurality of malto-oligosaccharide species 
differing at least in degree of polymerization (DP) value 
thus defining a DP profile for said mixture, at least about 
40% of said malto-oligosaccharides in said mixture having 
a DP value greater than 10, said plurality of malto- 
oligosaccharides comprising a maltodextrin, said method 
comprising the steps of: 

providing said malto-oligosaccharide mixture; and 
catalytically hydrogenating said mixture under 
hydrogenation conditions suitable to substantially preserve 
the DP 1-8 profile of said mixture^ said catalytic hydrogenation 
being preformed of at least 1500 psi. 

The Examiner has apparently withdrawn his contention that the polydextrose of 

Borden is a malto-oligosaccharide (and indeed the Examiner is correct to have withdrawn 

this assertion). In the Final Office Action, the Examiner states: 

Borden teaches processing of polymaltose (col. 2, line 
10) which is an of-l,4-linked polysaccharide, equivalent to 
the malto-oligosaccharides claimed by applicant. 

Applicants respectfully disagree. In the present application, only maltodextrins are 
claimed. As has been previously established, maltodextrins are essentially linear a- 1 ,4- 
linked glucose oligomers, although maltodextrins do contain a small amoiuit of Of-l,6- 
Unked glucose units (up to about 3%). 

In contrast the Borden reference characterizes polymaltose as a "highly branched" 
material. Further details concerning the polymaltose of Borden are found at column 2, 
line 33 et seg. Polymaltose is said to be a heat-polymerized glucose oligomer. Borden 
finther teaches that "some of the thus-formed polydextrose or polymaltose polymer 
chains are tenninated by reducing glucose groups while others may be terminated by 
tx)lvol /' 
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Simply put, the *'highly branched" polymaltose of Borden is not a maltodextrin. 
Maltodextrins have a very small percentage of branch points, whereas polymaltose is 
"highly branched." Maltodextrin contains no polyol terminal group (until hydrogenated 
in accordance with the teachings of the invention), whereas Borden teaches that 
"polymaltose" is sometimes terminated with a polyol group, 

Borden does recognize the desirability of hydrogcnation of a polydextrose and a 

polymaltose product to reduce color. Indeed, the hydrogenation of sugars to sugar 

alcohols has long been known as a method for increasing stability of the sugar. Borden 

fails altogether to teach or suggest a maltodextrin, however, nor does Borden teach or 

suggest the preservation of the DP profile of a maltodextrin. Indeed, Borden teaches that 

all reducing glucose groups should be hydrogenated: 

Alternatively and preferably it is believed that substantially 
all of the reducing glucose groups are reduced (i.e. 
converted) to sorbitol groups. 

As the Examiner recognized earlier in examining the parent '898 patent, such 
reaction conditions sufficient to reduce substantially all of the terminal glucose groups 
would be expected to degrade and alter the DP profile of the starting material. Borden 
thus teaches away firom the reaction conditions claimed in this application. Examiner 
Owens himself has a)rcadv recognized all of the foregoing in connection with the 
examination of the '898 parent patent During the prosecution of that patent, the Borden 
reference was cited, but this rejection was overcome once the applicants v/ere able to 
demonstrate the failure of Borden to teach or suggest as maltodextrin, and the failure of 
Borden to teach or suggest reaction conditions that would be expected to substantially 
preserve the DP 1 -8 profile of a maltodextrin during hydrogenation. 

The Examiner*s allowance of the '898 patent (now presumed valid) is 
inconsistent with his actions in this application. The Examiner does not comment on this 
inconsistency in the final rejection, nor in the subsequent Advisory Action. Nonetheless, 
the Office has already deemed claim 1 of the '898 patent to be patentable over Borden. It 
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should likewise be the case that the amended claims of the present application are 
patentable over Borden. 

In short, Borden does not teach or suggest a maltodextrin. Borden teaches away 
from hydrogenation conditions that would be expected to substantially preserve the DP 1- 
8 profile of a maltodextrin during hydrogenation. The Office has aheady ruled on this 
question in favor of the applicants. Applicants see no basis by which the rejection can be 
maintained, and accordingly the rejection should be reversed. 



A listing of the claims on appeal is presented in an appendix hereto. 
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Allen E. Hoover 
Reg. No. 37,354 



